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REMARKS/ARGIJMENTS 

Claims 1-2, 4^47 and 49-50 axe pending in the present application. Gainos 3 and 48 wexe 
previously caxicelled; by this action, claims 1, 2, 4-19. 34. and 49 are amended. Reconsideration of the 
claims Is respecftfolly requested in light of the following arguments. 

L 35 Il^,C. 8 IM. ObvioufiP ftMs Chtiiim Ul. 4-47 and 

Claims 1-2. 4-47 and 49-50 stand rejected under 35 U.5.C. § 103(a) as b^g unpatentable over 
Peterson et al, System Ete&ipi Method . U.S. Patent No. 6,327,551. DecMnb6r4, 2001 (hereinafter 
^Tfltenon") in view of Fong etal, Qne-aickP fplnYmf^Tit of D^ta Proc essing Systems. U.S, Patent 
Publication Na 2003/OOS5919, March 20, 2003 (hereinafter 'Tong"). This rejectioD is respectfully 
tfflversed. 

The rejection states in part; 

5. As to claim 1« Peterson teaches the inventian substandally as claimed including a 
imthod for loading software onto a conq>uter [coL 1» lines 5 - 8] , the method 
con^soig the steps: receiving software requiren:rats [software requirements are 
documented in the form of a usage requirement specificatiou; col. 1, Ime 63 - col. 2, 
line 121 from a plurality of users [specification is an expression of the market 
opportunity in terms of the expected useirs goals, constraints imposed by users; col. 1» 
line 63 - col» 2, line 12] , * . Peterson teaches a service packages [col. 13» lines SO - SI] 
but does not teach generating a disk image containing said plurality software 
components configured according to said respective plurality of configuration options. 
However, Fong teaches d^loyment of data processing systems with a specific set of 
software under the centralized control of a graphical user interface \p. 1-2, paragraph 
0013] and generating a disk image . 

OfGce Action dated January 26, 2006, pages 3*4. 

The independent claims have now been amended to more clearly recite an embodimrat of the 

mventiorl. These amendments include the recitatloh of using software coixq)on]ei]ts that cunently exist; 

this recitation pxt>vid68 a distinction over software coinpanentB being designed. The amendmrats find 

support in the application on page 10, line 24 through page 1 1, line 7. which mention Iteelance and 

WordPro, progrsims diat commeicially availaUe. Exemplary claim 1 as amended recites: 

1. (Amended) A con^uter implemented method for cieatmg customized disk 
images for loading software onto a computer, the method comprising the steps; 

receiving software requirements for a given camputer system from a plurality of 
uaers; 

determining (a) a plurality of software con^onents that currently exist and that 
will fulfill the softw^ requirements while addressing constramts and affinities 
between said plurality of software conqsonents and (b) a respective plurality of 
configuration opdons thai reflect current best practices with regard to said plurality of 
software compMetits; and 
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gcinemtiiig a difik image containing said plurality of softwars conq)on6nU 
configuied according to said respective plurality of configuration options. 

Hie claims are not obvious over Peterson in view of Fong for at least two reasons: (a) specific 
features are not met, and (b) one of ordinary skill in the art would not combine these two ref^ences when 
they are looked at as a whole. 

Fentures Not Met 

The deiermination of "nonobvidusness" is made after establishing the scope and content of prior 
art, the diffeieiices between the prior art and the claims at issue, and the level of ordinary skill in the 
pertinent art. Graham v. J^hn Deere. 383 US. 1 (1966). In addition, all limitations of the claimed 
inventidn must be considered when deterinining patentability. In re Lawry^ 32 F.3d 1579, 1582, 21 
U.S.P.Q.2d 103 U 1034 (Fed Cii. 1994)^ 

The amendments to the receiving step and the determitting step clarify that the present method is 
receiving software requirements for a given computer system and that the sojhsfare components are. 
components titat currently exist. This is in contrast to Peterson, who is receiving requirements for a new 
telecomnuinications service and is determining software requirements that may well need to be written. 
Peterson notes; 

The invention relates to a method of desienitig , systems, products and services, 
particularly infomiation svstenas used in the design of new telecomnmnications 
sCTvicea , and a design engine for uiQilementuig the method. 

PetersoOp Coluitin 1, lines 5-6, enj^hasis added 

The design method of the present invention is an analytic technique which builds on 
and impiroves the waterfall approach and uses prototyping. In the initial two steps of 
the design method of the ptesent invention system feasibility aiui software 
requirements are documented in the form of a usai^e rgquireinent specification. This 
specification is an expression of the market Qp po rt tfni tY i« terms of the expected users 
goals, constraints imposed bv uscrs> economic and technical factors and desired 
performatLce . The goals are decomposed and by perfonmng a functional requirement 
analysis on the results from this process the main input to the preliminary design is 
produced, together with service states^ which are states of the system allowing users to 
reach their goals^ and service tasks, which axe tasks that cbai^e the system into 
cociesponding service states. This process is illustrated in FIG. 4. 

PbtefOHi, Column 1, line 62 through Golumn 2, line 11, en^ha^is added 

Peterson is directed to a method for assisting new designs, especially ui the telecoannxunications 

industry. This patent is not trying to provide provisioning of computer systems and it is submitted that 

the claim amendments enqphaslze this difference. Peterson does not show '^receiving software 

requirements far a gb/en computer system frmn a plurality ofuserf or *^determning (a) a plurality of 

software components that cunrentfy exist and that willfidfill the software requirements'* as recited in 
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claim 1. Purthw, although Peterson is cited to show the&e steps, Fong also does not show these steps. 
Therefdi^, the f&jecdon is overcoKne. 

ComUbatloii when considered a vhole 

Jn addition to the f eaftares of the inventicm that are not shown by Peterson and Fong» there are 
considerable differences between Petertion and Fong and one of ordinary skill m the art would not seek 
to combine these references when they are considered as a whole. 

In considering the references as a whole, one of ordinary skill in the art would look at the 
problems recognized and solved. Peterson is directed towards assisting the design of new 
teleconununicatlons services, noting, *7« today's markets it is frequently necessary to produce extremely 
complex custont'tailored sy^erm with great expeditioru This requires the use of efficient methods for the 
design of systems and products'* (Peterson, column 2, lines 1 1-14). In contrast, Fong is directed towards 
the problems in the deployment of data processing systems, noting a ^^major problem inhibithig 
deployment of a group of data processing systems is the complexity of setting up the software and 
parameters cfa Utrger group of data processing systems*^ (Fong, paragraph 0012). These two problems 
are unrelated and one of ordinary skill in the art would not be motivated to combine these two references 
when they are read a whole. Instead, one of cxrdinary skill in the art would look to references that discuss 
similar problems to the one being solved. 

As ftirther support, the two cited references provide entirely different solutions. Peterson 
provides *'itn <mafytie techtti^e i/uMch builds on and improves the waterftiU approach and uses 
prototyping** (Peteiwny column 1, lines 63-65) and further notes that the ""'present invention has a number 
of novel aspects which contribute To its value and which are not emplcyed in other design processes " 
(PetersoUt cdlunm 2, lines 27-29, enqdiasis added), tn contrast, Fong provides "a ntefitod to facilitate 
the intelligent deployment of one or more data processing systemtf^ (Fong, abstract) and notes fbzi the 
*^pres€fU invention provides a comprehensive method and system to facilitate the intelligent deployment of 
a group of data processing systems with a specific set of software, hardware firmware versions, and 
parameters under the centralized coTitrol of a graphical user interface'* (Fong, paragraph [0013)). Thus, 
Peterson is directed to a design solution, while Fong is directed to the deployment of software onto 
conf^utetd. 

Thus> one of ordinary skill in the art would not be motivated to combine these two xcferences in 
the maimer suggested by the examiner. The references can be cambined only through the improper use of 
hindsight with the benefit of applicants' disclosnre as a tenqplate to reach cbe presently claimed invention. 

Therefore, the rejection of claims 1-2, 4^7 and 49-50 under 35 U.S.C. § 103(a) has been 
ovmome. 
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IL Conclttdon 

It is respectfully urged that the sutjeot cqipljcatian is patentable over the dted leferaices and is 
now in oonditioin fen: fdlowance. 

The examiiier is invited to call the undersigned at the below-listed telephone number if in the 
opinion of the exannner $uoh a telephone con&rance would expedite or aid the prosecution and 
examination of this application. 

DAT£:Maich23, 2006 



Respectfully submitted. 




Reg. No. 36,536 

Yee & Associates, P.C. 



P.O. Box 802333 
Dflllfla,TX 75380 
(972)385-8777 



Agent for >^licanis 
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